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DETAILED ACTION 

Claims 10 & 12 are pending examination as discussed below. 



Claim Interpretation 

Based on the arguments of 6/30/10, the battery charging is not part of the final 
claimed product by a means of measuring the amount of gas generated, which is a 
property of the final product. 



Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 . Claims 1 0 & 1 2 rejected under 35 U.S.C. 1 1 2, first paragraph, because the 
specification, while being enabling for a negative electrode with a particular amount of 
binder and carbonaceous material, does not reasonably provide enablement for any 
amount of binder and carbonaceous material. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make the invention commensurate in scope with these claims. The claimed invention is 
drawn to a negative electrode for a lithium battery that has a particular amount of CO 
and H 2 gas generation during charging. As disclosed by the instant specification (pg. 
4), the amount of gas generated is related to the decomposition of the atmosphere and 
cellulose binder. The amount of carbonaceous material used in the negative electrode 
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would determine the size of the electrode and determine the amount of binder required. 
Since the amount of binder is related to the amount of gas generated, the amount of 
binder is critical to determining the amount of gas generated. The examples provided in 
the instant specification only illustrate using 96g of carbonaceous material with either 2g 
each of carboxymethyl cellulose and styrene-butadiene rubber or 1g each of the two 
binders. The instant disclosure does not provide instruction for how to make the 
claimed battery with the claimed gas generation for any size battery comprising any 
amount of binder. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 10 & 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The meets and bounds of the claimed product for 
each of claim 10 & 12 are unclear and therefore the claims are indefinite. The claimed 
products are directed to a negative electrode and a lithium battery, respectively. 
However, an amount of gas generation that is produced by a charging process is also 
claimed for each of the two products. It is unclear if the charging is a required limitation 
of the final product so that the final product is a charged lithium battery or if the charging 
process is a means of evaluating the negative electrode product and therefore not 
actually part of the claimed product. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 10 & 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 2003/0152835 (Dasgupta) in view of US 5,753,387 (Takami). 

Dasgupta teaches a rechargeable lithium battery with a negative electrode 
consisting essentially of a carbonaceous active material and an aqueous binder of 
polyvinyl idene fluoride (PVDF) (Abstract, 0023, 0030, 0031). A positive electrode and 
separator are used to complete the lithium battery. 

Dasgupta is silent to the binder comprising a mixture of carboxymethyl cellulose 
and styrene-butadiene rubber. 

Takami discloses a rechargeable lithium battery with a negative electrode 
consisting essentially of a carbonaceous active material and an aqueous binder mixture 
consisting essentially of carboxymethyl cellulose and styrene-butadiene rubber (8:45- 
65, 17:49-55). PVDF and carboxymethyl cellulose and styrene-butadiene rubber are 
taught as being equivalent binders that are well known in the art. As illustrated by 
Takami, it would be obvious to one skilled in the art to use carboxymethyl cellulose and 
styrene-butadiene rubber as a substitute for the PVDF as taught by Dasgupta. 
Choosing and using equivalent materials well known in the art for their intended 
purposes is obvious to one skilled in the art. Combining prior art elements according to 
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known methods to yield predictable results and using known techniques to improve 
similar devices in the same way are considered obvious to one of ordinary skill in the art 
(KSR, MPEP2141 (III)). 

Since the negative electrode and battery are made with similar materials, in 
similar amounts and by similar vacuum drying methods, the amount of gas generated 
as claimed will inherently be the same for the same unclaimed charging characteristics. 

Response to Arguments 

The 112 1 st rejection for enablement is withdrawn due to the amendments. 

Regarding the 112 2 nd rejections overclaims 10 and 12 individually, these 
rejections are withdrawn due to the charging processes being disclosed by the instant 
specification. 

Applicant's arguments filed 6/30/10 have been fully considered but they are not 
persuasive. 

Regarding the 1 12 1 st rejection, scope of enablement, applicant argues the 
claims are enabled since at least one method of making the claimed invention is 
disclosed and bears reasonable corelation to the entire scope of the claim. However, 
as discussed in the rejection, the examples only provide two data points for the amount 
of binder and the claims are drawn to a relatively unlimited amount of binder. Also, the 
instant specification indicates that the amount of binder would have an impact on the 
gas generation due to the decomposition of the binder. Therefore, it stands that the 
amount of binder included in the electrode does bear a correlation to the amount of gas 
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generated and the claims are not commensurate in scope with the examples provided 
or the amount of direction provided for making the claimed invention. 

Regarding the 1 12 2 nd rejection, applicant argues that "the feature discussed by 
the Examiner is a property of the battery." However, the question presented in the 
rejection of whether the charging process is a part of the final claimed product or a 
method of evaluating the final product has not been answered and therefore the 
rejection stands. 

Applicant argues Dasgupta and Takami do not teach the gas generation during 
charging. However, as discussed in the rejection, the combined teachings of Dasgupta 
and Takami teach the same electrode and battery elements as claimed and the same 
vacuum drying process as disclosed in the instant specification and as argued by 
applicant as important to the making of the electrode and creating the properties of the 
battery that allow the claimed gas generation. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KEITH WALKER whose telephone number is (571)272- 
3458. The examiner can normally be reached on Mon. - Fri. 8am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Keith Walker/ 

Primary Examiner, Art Unit 1795 



